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1. Claims 1-10 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
regard as the invention. There are periods in the middle of 
claims 1-3. 

2. The following is a quotation of the appropriate 
paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this 
country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of application for patent in the 
United States. 

(e) The invention was described in (1) an 
application for patent, published under 
Section 122 (b) , by another filed in the 
United States before the invention by the 
applicant for patent or (2) a patent granted 
on an application for patent by another filed 
in the United States before the invention by 
the applicant for patent, except that an 
international application filed under the 
treaty defined in section 351 (a) shall have 
the effects for purposes of this subsection 
of an application filed in the United States 
only if the international application 
designated the United States and was 
published under Article 21(2) of such treaty 
in the English language. 
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The following is a quotat: 



of 35 U.I 



l.C. § 103(a) 



which forms the basis for all obviousness rejections set forth in 
this Office action: 



(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made . 



Claims 1-10 are rejected under 35 U.S.C. § 102(e) as 



being anticipated by Ikeda et al. The applied reference has a 
common assignee and inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. § 102(e). This rejection 
under 35 U.S.C. § 102(e) might be overcome either by a showing 
under 37 CFR 1.132 that any invention disclosed but not claimed 
in the reference was derived from the inventor of this 
application and is thus not the invention "by another, " or by an 
appropriate showing under 37 CFR 1.131. Ikeda et al. (see 
particularly paragraphs 6-15, 19; Example 1) discloses color 
photographic materials containing protective layers with UV 
absorbing agents and surfactants within the scope of Formula A of 
the instant claims. Ikeda et al . does not disclose the relative 
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sensitivities of the photographic elements to blue and UV 
exposure or the sensitivity ratio required by the instant claims. 

However, the color photographic elements of Example 1 in Ikeda 
et al. inherently meet the sensitivity ratios of the instant 
claims. Example 1 in applicants' specification alters the 
sensitivity ratios by altering the amount of UV absorbing agents 
in the protective layers to lower the sensitivity to UV light of 
the photographic films. The total amount of UV absorbing agent 
in the protective layers in Example 1 of applicants' 
specification is .468 g/m 2 while in Example 1 of Ikeda et al. the 
protective layer contains UV absorbers at .567 g/m 2 , i.e. about 
20% more UV absorbing agent. Also, Example 1 in Ikeda et al. 
contains about .3 g/m 2 of UV absorbing silver halide while 
Example 1 in applicants' specification contains about .28 g/m 2 of 
UV absorbing silver halide. The UV absorbing protective layers 
of Example 1 in applicants' specification and Example 1 in Ikeda 
et al. contain the same ingredients at the same coverages except 
for the UV absorbing compounds. Since the protective layers in 
Ikeda et al. contain substantially more UV absorbing compounds, 
the photographic elements of Example 1 in Ikeda et al . would have 
lower sensitivities to UV light, i.e. 370 nm , than Example 1 in 
applicants' specification. The ratio of sensitivity of 420 nm to 
370 nm in Example 1 in applicants' specification is lowered by 
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increasing the amount of UV absorbing agents. Since Example 1 in 
Ikeda et al. has substantially more UV absorbing agents than 
Example 1 in applicants' specification, the sensitivity ratio in 
Example 1 of Ikeda et al . would be substantially less than 75% 
reported for Example 1 in applicants' specification. 

3. Claims 1-4 and 8-10 are rejected under 35 U.S.C. § 
102(e) as being anticipated by Yamanouchi et al. The applied 
reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date 
of the reference, it constitutes prior art under 35 U.S.C. § 
102(e). This rejection under 35 U.S.C. § 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
invention "by another, " or by an appropriate showing under 37 CFR 
1.131. Yamanouchi et al. (see particularly column 2, lines 
30-57; column 8, lines 25-50; Examples 1 and 2) disclose color 
photographic elements comprising protective layers containing UV 
absorbing agents and surfactants within the scope of Formula B of 
the instant claims. Example 2 in Yamanouchi et al. sets forth a 
color photographic element comprising protective layers 
containing UV absorbing agents at .567 g/m 2 and UV absorbing 
silver halide at .3 g/m 2 . Example 1 in applicants' specification 
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sets forth similar color photographic elements containing 
protective layers the same as Example 2 in Yamanouchi et al. 
except for the UV absorbing agents and amounts used. The total 
amount of UV absorbers in Example 1 of applicants' specification 
is .4 68 such that Yamanouchi et al. has protective layers with 
about 20% more UV absorbing agents and substantially more UV 
absorbing silver halide. Since sensitivity ratios between 420 nm 
and 370 nm are lowered by increasing UV absorbing agent coverage 
in Example 1 of applicants' specification and Sample 1 of Example 

1 of applicants' specification has a ratio of 75%, the color 
photographic elements of Example 2 in Yamanouchi et al . with 
substantially more UV absorbing agents in the protective layer 
would have sensitivity ratios substantially less than 75% 
including less than 70% required by the instant claims. 

4. Claims 1-4 and 8-10 are rejected under 35 U.S.C. § 
102(a) as being anticipated by Yamanouchi et al . Yamanouchi et 
al . in Example 2 sets forth color photographic elements 
containing surfactants within the scope of Formula B of the 
instant claims and UV absorbing compounds such that the 
sensitivity ratios of the instant claims are obtained in Example 

2 of Yamanouchi et al . for the reasons as set forth in paragraph 

3 above . 

5. Claims 1-4 and 8-10 are rejected under 35 U.S.C. § 
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102(b) as being anticipated by Japanese Publication 2002-255921. 

Japanese Publication 2002-255921 is a publication resulting from 
the foreign priority document of U.S. Patent 6,589,723 to 
Yamanouchi et al . The U.S. patent to Yamanouchi et al . is 
considered to be an English language translation of the Japanese 
publication which is available as prior art under 35 U.S.C. § 
102, paragraph b. The Japanese publication anticipates the 
instant claims for the same reasons as set forth in paragraph 3 
above as to why the U.S. patent to Yamanouchi et al. anticipates 
the instant claims. Since Yamanouchi et al. has a common 
assignee with the instant application, the assignee is requested 
to state whether or not the U.S. patent to Yamanouchi et al. is 
in fact essentially an English translation of the Japanese 
publication to Yamanouchi et al . 

6. Kanazawa et al . is cited of interest in the art as 
disclosing color photographic films containing surfactants as set 
forth in the instant claims. Tamaoki is cited of interest in the 
art as disclosing roll films which may contain surfactants. 
Furlin et al., Yamada et al., Takeuchi et al. '308 and Pitt et 
al. are cited of interest in the art as disclosing photographic 
elements containing surfactants as set forth in the instant 
claims. The prior art submitted by applicants also has been 
considered. 
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7. Any inquiry concerning this communication should be 
directed to Mr. Schilling at telephone number (571) 272-1335. 



RLSchilling:cdc 
May 26, 2004 



RICHARD L. SCHILLING 
PRIMARY EXAMINER 
GROUP -Mfltk H 



